United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/683,875 



10/09/2003 



25096 7590 03/30/2005 

PERKINS COIE LLP 

PATENT-SEA 

P.O. BOX 1247 

SEATTLE, WA 98111-1247 



Bennett M. Butters 



385478008US 



7892 



EXAMINER 



WH1TT1NGTON, KENNETH 



ART UNIT 



PAPER NUMBER 



2862 

DATE MAILED: 03/30/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summarv 


Application No. 

10/683,875 


Applicant(s) 
BUTTERS ET AL 


Examiner 

Kenneth J Whittington 


Art Unit 

2862 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 02 March 2005 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E] Claim(s) 23-37 and 62-76 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) E3 Claim(s) 23-25.29-31 .33.34.62-64.68-70.72 and 73 is/are rejected. 

7) KI Claim(s) 26-28.32.35-37.65-67.71 and 74-76 is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10)[X] The drawing(s) filed on 27 May 2004 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Election/Restrictions 

Restriction to one of the following inventions was required 
under 3 5 U.S.C. 121 in the Office Action mailed February 3, 
2005: 

I. Claims 23-37, drawn to an apparatus for interrogating 
a sample, classified in class 324, subclass 228. 

II. Claims 3 8-47, drawn to a method for characterizing 
spectral emission features, classified in class 702, 
subclass 66. 

III. Claims 48-52 and 56-61, drawn to a SQUID apparatus, 
classified in class 324, subclass 248. 

IV. Claims 53-55, drawn to a computer readable medium, 
classified in class 360, subclass 27. 

In response thereto, Applicant elected Group I, reading on 
claims 23-37 and new claims 62-76, without traverse in the 
Amendment filed March 2, 2005. Accordingly, the restriction 
requirement is made FINAL. 

Specification 

The disclosure is objected to because of the following 
informalities: in paragraph 00140, line 13, "provides" should be 
deleted. Appropriate correction is required. 
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Abstract 

Applicant is reminded of the proper language and format for 
an abstract of the disclosure. 

5 

The abstract should be in narrative form and generally 
limited to a single paragraph on a separate sheet within the 
range of 50 to 150 words. It is important that the abstract not 
exceed 150 words in length since the space provided for the 

10 abstract on the computer tape used by the printer is limited. 

The form and legal phraseology often used in patent claims, such 
as "means" and "said, " should be avoided. The abstract should 
describe the disclosure sufficiently to assist readers in 
deciding whether there is a need for consulting the full patent 

15 text for details. 

The language should be clear and concise and should not 
repeat information given in the title. It should avoid using 
phrases which can be implied, such as, "The disclosure 
20 concerns," "The disclosure defined by this invention," "The 
disclosure describes," etc. 

The abstract of the disclosure is objected to because it 

contains words that can be implied, namely "are disclosed" in 

25 line 2. Removal of these terms would overcome the objection. 

Correction is required. See MPEP § 608.01(b). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35. U.S. C. 103(a) which 
30 forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
3 5 art are such that the subject matter as a whole would have been obvious at 
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the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere 

Co., 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 

establishing a background for determining obviousness under 3 5 

U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art . 

2. Ascertaining the differences between the prior art and 
the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent 
art . 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness . 

Claims 23, 29-31, 33, 62, 68-70 and 72 are rejected under 

35 U.S.C. 103(a) as being unpatentable over Sager et al . (US 

5,343,147) in view of Nagaishi et al . (US 6,084,399). Regarding 

these claims Sager et al . teaches an emissions detector and a 

method relating to such a detector used near a sample (See Sager 

et al . FIGS. 1-3, items 16 and 17) comprising, a SQUID device 

(See item 15), a noise canceling component (See col. 3, lines 

22-30 and col. 4, lines 10-21, note that the cross correlation 

removes noise from signal in SQUID) , a noise generator to 

provide white noise, particularly in the range from DC to 

100+MHZ to the sample (See FIGS. 1-3 items 11 and 12 and col. 1, 

lines 53-66) , an emitter of the noise comprising a second order 

gradiometer having a general Helmholtz arrangement (See FIGS. 1- 
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3, item 42), a controller for controlling the apparatus (See 
FIG. 4 and col. 4, line 62 to col. 5, line 39), an output port 
for providing a signal (See FIG. 4, items 67 and 68), a signal 
analyzer for receiving the signal from the output (See FIG. 4, 
5 item 66) the analyzer performing a Fourier transform of the 
spectra in the frequencies over time periods in the range 
received from the sample (See col. 5, line 60 to col. 6, line 
14) . However, Sager et al . does not disclose the shielding as 
particularly outlined in the claims. Nagaishi et al . teaches an 

10 electromagnetic shield comprising permalloy that shields the 
cryogenic dewar, the sample, the sensors/emitter and other 
components (See Nagaishi et al . FIG. 3, item 4). It would have 
been obvious to employ the shielding as taught by Nagaishi et 
al. in the apparatus of Sager et al . One having ordinary skill 

15 in the art would have been motivated to do so to protect the 

electronics from outside influences (See Nagaishi et al . col. 5, 
lines 15-23) . 

Claims 24, 25, 34, 63, 64 and 73 are rejected under 35 
20 U.S.C. 103(a) as being unpatentable over Sager et al . in view of 
Nagaishi et al . as applied to claims 23, 33, 62 and 72 above, 
and further in view of Schlosser et al . (US 5,696,691). The 
noted combination teaches all the features of claims 23, 24, 33, 
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34, 62, 63, 72 and 73 as discussed above, except for the 
averaging of the spectra for several samples taking over time. 
Schlosser et al . teaches of performing such averaging in 
respective frequency bins following Fourier transform (See 
5 Schlosser col. 1, line 52 to col. 2, line 31). It would have 
been obvious to average the spectra over several samples and 
place them into respective frequency bins in order to excise 
Harmonics from the signal (Note same paragraphs) . 

Regarding claims 24 and 65, Schlosser et al . teaches 

10 developing the Fourier spectra for a wide spectrum of frequency 
bands (See Schlosser et al . col. 1, lines 42-51 and col. 5, line 
59 to col. 6, line 10). Furthermore, it would have been obvious 
to use a time range of 1-5 seconds. One having ordinary skill 
in the art would have been motivated to do so because as 

15 suggested in Schlosser, such time periods are selectable (See 
same paragraphs) , depending on the particular requirements of 
the user. 



Allowable Subject Matter 

20 Claims 26-28, 32, 35-37, 65-67, 71, and 74-76 are objected 

to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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The following is a statement of reasons for the indication 
of allowable subject matter: 

Regarding claims 26-28, 35-37, 65-67, 64-76, while the 
prior art discloses various embodiments for carrying out a 
5 Fourier transform, averaging or adding the spectra in certain 

bins and display of the results, the prior art does not teach or 
fairly suggest the placement of a count in lieu of the spectra 
amplitude in each frequency bin and generating a display showing 
each bin over a frequency range, in combination with the other 
10 features of the claims. 

Regarding claims 32 and 71 the prior art does not teach or 
fairly suggest the noise canceling means by either an inverter" 
or a noise canceling component, having the structure or 
canceling in the manner as outlined in these claims, in 
15 combination with the other features of the claims. 

Conclusion 

The prior art made of record and not relied upon is 
considered pertinent to applicants disclosure. Bouvier et al . 
20 (US 4,031,462) and Bombard (US 6,760,674) each disclose 
apparatus using spectrum analyzers. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Kenneth J 
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Whittington whose telephone number is (571) 272-2264. The 
examiner can normally be reached on Monday- Friday, 7:30am- 
4 : 00pm. 

If attempts to reach the examiner by telephone are 
5 unsuccessful, the examiner's supervisor, Edward Lefkowitz can be 
reached on (571) 272-2180. The fax phone number for the 
organization where this application or proceeding is assigned is 
703-872-9306. 



10 obtained from the Patent Application Information Retrieval 

(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 

15 see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (tolL*freeJ — dL=~^^ 
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